TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 18

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte ROBERT O. SANTGS

Appeal No. 97-1092
Appl i cation 08/412, 491

ON BRI EF

Bef ore McCANDLI SH, Seni or Admi nistrative Patent Judge, STAAB
and McQUADE, Administrative Patent Judges.

McQUADE, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

Robert O. Santos appeals fromthe final rejection of
claims 1 and 4 through 7. Cainms 8 through 14, the only other

clainms pending in the application, stand objected to as

! Application for patent filed March 28, 1995.
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depending froma rejected base claim

The subject natter on appeal relates to “a three-way
val ve for a faucet head” (specification, page 1). CCaim1lis
illustrative and reads as foll ows:

1. A ki tchen faucet conprising:

a) a kitchen faucet base having an tenperature contro
val ve and a hol | ow nenber extendi ng therefrom

b) an extensi ble kitchen faucet head, said extensible
kitchen faucet head connectable to the kitchen faucet base and
including a flexible conduit sized to slide in and out of the
hol | ow nenber, said flexible conduit connectable to a source
of liquid, said extensible kitchen faucet head further
conprising a kitchen faucet body havi ng;

1) a first passageway therein, an inlet of said
first passageway connected to said flexible conduit, said
first passageway diverging into a second and a third
passageway, each of said second and third passageways havi ng
an outlet for liquid discharge; and

ii) means for blocking flow of said Iiquid through
one of and both of said second and third passageways.

The references relied upon by the exam ner as evidence of
obvi ousness are:

Magnenat et al. (Magnenat) 5,158, 234 Cct. 27, 1992
Henki n et al. (Henkin) 5, 230, 106 Jul . 27, 1993

Claims 1 and 4 through 7 stand rejected under 35 U.S. C
8 103 as being unpatentabl e over Magnenat in view of Henkin.
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Ref erence is nade to the appellant’s nain and reply
briefs (Paper Nos. 11 and 13) and to the exam ner’s main and
suppl enental answers (Paper Nos. 12 and 14) for the respective
positions of the appellant and the exam ner with regard to the
nerits of this rejection.

Magnenat, the examner’s primary reference, discloses an
extensi bl e kitchen faucet conprising a m xer housing 1, a
control lever 2, a spout 3, a flexible water conduit 4, a
handle 5 and a head 11 (see Figure 1). As described by
Magnenat ,

[t]he head 11 . . . conprises a body 15 .

and conprises fixing neans, generally a threading,

for the flexible conduit 4. This upstream end

conprises a water entry chanel [sic] 18, opening

into a first chanber 19. This first chanber 19 is

connected by nmeans of a passage 20 to a second

chanmber 21, also located in the body 15 of the head

11.

The | ower face of the body 15 of the head 11
conprises two outlets openings 24, 25, preferably

havi ng the sane dianmeter, provided with a threading

permtting fixing an aerator 22 or a shower head 23

t her ei n.

The body 15 conprises further a wall 26
separating the outlet aperture 25 of the first

- 3-



Appeal No. 97-1092
Application 08/412, 491

chanber 19, wall 26 being with an opening 27 of a
di anet er approxi mately equal to that of the passage
20 connecting the chanbers 19 and 21.

An obturation nmenber, here a flap 28, is
pivotally nmounted in the body 15 by neans of a shaft
29 . . . . Each of the faces of the flap 28 bears
a gasket 31, 32. In a first position of the flap
shown in FIG 2, the gasket 32 surrounds the opening
27 and effects a tight closure between the first
chanber 19 and the outlet aperture 25. 1In this
first position of the flap 28 the passage 20 is free
and water flows fromthe first chanber 19 into the
second chanber through the passage 20 to cone out
t hrough the aperture 24.

In a second position of the flap 28, the gasket
31 surrounds the upstream end of the passage 20 and
obturates it in a tight manner so that the water
flows out of the first chanber 19 through the outl et
aperture 25 directly.

The head conprises further an actuating nenber
35 presenting the shape of a stirrup the arns of

which are fast with . . . the shaft 29 of the flap
for its actuation [colum 3, line 42 through colum
4, line 24].

As acknow edged by the exam ner (see page 5 in the main
answer), the Magnenat faucet does not neet the limtation in
i ndependent claim 11l requiring “neans for blocking flow of said
liquid through one of and both of said second and third
passageways.” In this regard, Magnenat’s flow bl ocki ng neans
(flap 28) is adapted to block the flow of |iquid through one
or the other of the passageways |eading to the outlets, but
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not bot h.

Henki n di scl oses a hand-hel d, water nassage apparat us
designed to discharge water through different sets of openings
in a continuous shower spray, a pulsed shower spray or a

hydromassage stream A control knob 130 on the apparatus

operates a valve 190, best shown in Figures 10 through 12, to
sel ect any one of the foregoing operational nodes or an OFF
node (see colum 6, line 32 et seq.).

Accordi ng to the exam ner

[]n view of the teaching of Henkin et al, it would

have been obvious to one of ordinary skill in the

art at the tinme of the invention to have nodified

the faucet val ve of Magnenat et al to include the

faucet head of Henkin et al to provide a faucet head

containing a first and second outl et producing a

streamor spray flow stream and neans to bl ock fluid

fl ow through one or both of the outlets [nmain

answer, page 5].

Even if Henkin is anal ogous art (the appellant argues
that it is not), the conbined teachi ngs of Magnenat and Henkin
do not justify the exam ner’s conclusion of obviousness. The
wat er di scharge devi ces disclosed by these references differ

substantially in structure and i ntended use. The only
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suggestion for conbining such disparate structures in the
manner proposed by the exam ner stens from an inpermssible
hi ndsi ght reconstruction of the appellant’s invention wherein
the clai ns have been used as a tenplate to selectively piece

toget her isolated disclosures in the prior art.

This being the case, we shall not sustain the standing 35
US C 8 103 rejection of claim1, or of dependent clains 4
through 7, as bei ng unpatentabl e over Magnenat in view of
Henki n. The follow ng new rejections are entered
pursuant to 37 CFR § 1.196(b).

Caim1, and clainms 4 through 14 which depend therefrom
are rejected under 35 U.S.C. § 112, first paragraph, as being
based on a specification which fails to conply with the
witten description requirenment of this section of the
statute.

The test for determning conpliance with the witten
description requirenent is whether the disclosure of the
application as originally filed reasonably conveys to the
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artisan that the inventor had possession at that tine of the
| ater cl ai med subject matter, rather than the presence or
absence of literal support in the specification for the claim

| anguage. |In re Kaslow, 707 F.2d 1366, 1375, 217 USPQ 1089,

1096 (Fed. Cir. 1983). 1In the present case, the disclosure of
the application as originally filed would not reasonably
convey to the artisan that the appellant had possession at
that time of a kitchen faucet conprising a “tenperature
control valve” and a “flexible” conduit as is nowrecited in

I ndependent claim 1.

Caim1, and clainms 4 through 14 which depend therefrom
also are rejected under 35 U S.C. § 112, second paragraph, as
failing to particularly point out and distinctly claimthe
subject matter the appellant regards as the invention.

The second paragraph of 35 U S.C. 8 112 requires clains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. In re
Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
In determ ning whether this standard is net, the definiteness
of the | anguage enployed in the clains nust be anal yzed, not
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in a vacuum but always in light of the teachings of the prior
art and of the particular application disclosure as it would
be interpreted by one possessing the ordinary |evel of skil

in the pertinent art. 1d. Here, the recitation in

i ndependent claim 1l of a faucet having “an extensible kitchen
faucet head” is inconsistent wwth the underlying disclosure
whi ch indicates that it is the faucet as a whole, rather than
the faucet head conponent thereof, which is extensible (see,
for exanple, Figure 7 and specification pages 2 and 6). This
I nconsi stency renders the scope of clains 1 and 4 through 14

uncl ear.

In sunmary:

a) the decision of the examner to reject clains 1 and 4
through 7 under 35 U . S.C. 8§ 103 is reversed; and

b) new rejections of clains 1 and 4 through 14 are
entered pursuant to 37 CFR § 1.196(b).

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b) (anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
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Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).
37 CFR
8§ 1.196(b) provides that, “A new ground of rejection shall not
be considered final for purposes of judicial review”
37 CFR § 1.196(b) al so provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DEC SI ON, nust exercise

one of the followng two options with respect to the new
ground of rejection to avoid term nation of proceedi ngs
(8 1.197(c)) as to the rejected clains:

(1) Submt an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the nmatter
reconsi dered by the exam ner, in which event the
application will be renanded to the exam ner.

(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record. .

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
§ 1.136(a).

REVERSED: 37 CFR § 1. 196(b)
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)
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Adm ni strative Patent Judge )
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